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DETAILED ACTION 
Election^estrictions 

NOTE that claim 10 should be with claim 4 as the document is noted in claim 4, 
which is not in claim 1. Thus, the Examiner assumes that claim 10 should have been 
dependent upon claim 4, and not claim 1 and therefore, claim 10 is non-elected, and 
apart of group II as set forth in the restriction 06/23/09. 

Applicant's election with traverse of Group I, claims 1-3 and 10-12 in the reply 
filed on 07/20/09 is acknowledged. The traversal is on the ground(s) that claims 1 and 
4 are subcomination and combination related due to the recent amendment submitted 
07/20/09. This is not found persuasive because the special technical feature (namely 
the two-sided printed indicia) is found in US 7,429,062 to Fan et al. Applicants 
arguments to the 371 submission is acknowledged, as a lack of unity of invention and 
not restriction (arguing that the claims should be rejoined and examined), however. 
Applicant has already elected one invention as indicated in the reply received 07/20/09 
and the Examiner has explained why the inventions lack unity as the special technical 
feature (the two-sided printed indicia as recited) is disclosed by the applied prior art 
(see above). Lack of unity of invention may be directly evident before considering the 
claims in relation to any prior art, or after taking the prior art into consideration, as 
where a document discovered during the search shows the invention claimed in a 
generic or linking claim lacks novelty or is clearly obvious, leaving two or more claims 
joined thereby without a common inventive concept. It has been established that the 
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special technical feature is known and there is lack of unity, since the special technical 
feature, be it a single feature or a group of features, is not a technical feature that defines 
a contribution over the prior art. See MPEP 1806. Because this application contains the 
aforesaid inventions or groups of inventions which are not so linked as to form a single 
general inventive concept nor provide a contribution over the prior art (a printable 
security papery is different than a security document, which both are different to a 
method for producing a security document having the different shading of indicia as 
instantly recited in claims 8-9 and 14-20 (further a document is not in the paper of claim 
1) and the prior art teaches the inventive concept, so the instant feature is not making a 
contribution over the prior art) under PCX Rule 13.1; in accordance with 37 CFR 1.499, 
applicant is required to elect a single invention to which the claims must he restricted. The 
restriction requirement under 35 U.S.C. 121 and 372 is FINAL. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3 and 11-12 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject 

matter which applicant regards as the invention. 
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Claim 1 recites the limitation "the vellum part". There is insufficient antecedent 
basis for this limitation in the claim. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 
2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown 
to be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

Claims 1-3 and 11-12 are provisionally rejected on the ground of nonstatutory 

obviousness-type double patenting as being unpatentable over claims 1-3, 5-8, 11-12 

and 15-17, 22-31 of copending Application No. 10/521,555. 

Although the conflicting claims are not identical, they are not patentable distinct 
from each other because the present claims differ only in the recitation of regions 



capable of receiving indicia and naming those regions, "vellum miniregions". 
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however since there is the same printed indicia found in '555 in the same spacing 
areas on the security element (paper is an obvious element), the vellum 
miniregions are present. This is a provisional obviousness-type double patenting 
rejection. 



Claim Rejections - 35 USC § 102A03 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) tlio invention was described in (1) an application for patent, published under section 122(b), by 
anotiier filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claims 1-3 and 11-12 are rejected under 35 U.S.C. 102(e) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over US 7,429,062 to Fan et al. 
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Fan teaches a two-sided paper with two sets of indicia (see 16, 22 patterned lines 
FIGs. 2-3, in perfect registration with each other, superimposed on each side of a 
document, includes paper, viewed in transmitted and reflected light, wherein the 
second set of lines on the back or reverse side can be seen in either light dependent 
upon the view of the observer, if viewing the front side having the printed indicia, the 
observer sees through the document to the second reverse side of indicia wherein the 
second reverse side indicia is observed. See 1:5-15, 3:30-68, 4:1-25, and 35-65. The 
spacing found between the paper and the indicia and between the indicia itself (see 
further FIGS 2-7, are considered "vellum part" and "vellum miniregions", respectively. 
However, regarding "a region capable of receiving printed indicia", it is not germane 
since it has been held that an element that is "being able to" perform a function is not a 
positive limitation but only requires the ability to so perform. It does not constitute a 
limitation in any patentable sense. In re Hutchinson, 69 USPQ 138. Language that 
suggests or makes optional but does not require steps to be performed or does not limit 
a claim to a particular structure does not limit the scope of a claim or claim limitation. 

Moreover, while the opacity and spacing is not explicitly claimed as present, it is 
expected to be an inherent property. Alternatively, it would have been obvious to have 
used the Fan spacing to produce a vellum region and miniregion, with the required 
opacity levels and thicknesses as the same or similar spacing and materials are 
provided. It would have been obvious to one having ordinary skill in the art to have 
modified Fan to use vellum miniregions and regions because Fan teaches the spacing 
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and variation of lines (includes thicknesses) affects the way the final image is viewed 
and thus detected for anti-counterfeiting measures. 

Further note dependent upon the color of ink, the opacity measurement is expected to 
change. It would have been obvious to one having ordinary skill in the art to make this 
assessment because indicia and paper carry different colors and thus different opacities. 
Though we are fully cognizant of the hindsight bias that often plagues determinations 
of obviousness, Graham v. Tohn Deere Co., 383 U.S. 1, 36 (1966), we are also mindful 
that "the combination of familiar elements according to known methods is likely to be 
obvious when it does no more than yield predictable results," KSR Int^l Co. v. Teleflex 
Inc., 127 S. Ct. 1727, 1739 (2007). Since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In re Alter, 105 USPQ 233. 
Moreover, note It is submitted the optimal and/ or claimed values of the respective 
material would have been obvious to the skilled artisan at the time the invention is 
made since it has long being held that such discovery, such as an optimum value of the 
respective result effective variable involves only routine skill in the art. In re Boesch, 617 
F.2d 272,205 USPQ 215(CCPA 1980). See also MPEP § 2144.05 II (B). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAMRA L. DICUS whose telephone number is (571)272- 
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1519. The examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., 
alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Ruthkosky can be reached on 571-272-1291. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Tamra L. Dicus /TLD/ 

Examiner 

Art Unit 1794 

September 25, 2009 

/Bruce H Hess/ 

Primary Examiner, Art Unit 1794 



